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PCT Reservations, Declarations, Notifications and Incompatibilities

The table of PCT Reservations, Declarations, Notifications and Incompatibilities has been updated and 

is now available as a fully hyperlinked resource with references to all relevant PCT Articles, Rules and 

Sections. It is available in English, French, German, Russian and Spanish at, respectively:

http://www.wipo.int/pct/en/texts/reservations/res_incomp.html 

http://www.wipo.int/pct/fr/texts/reservations/res_incomp.html 

http://www.wipo.int/pct/de/texts/reservations/res_incomp.html 

http://www.wipo.int/pct/ru/texts/reservations/res_incomp.html 

http://www.wipo.int/pct/es/texts/reservations/res_incomp.html

Types of protection available via the PCT in PCT Contracting States

This table has been updated to show the status on 1 January 2009 (changes have been made in 

relation to protection available in Angola, Bahrain, El Salvador, Montenegro, Oman, Sao Tome and 

Principe and the Former Yugoslav Republic of Macedonia) and is available at:

http://www.wipo.int/pct/en/texts/pdf/typesprotection.pdf

PCT Contracting States for which a regional patent can be obtained via the PCT

This table has been revised to reflect the fact that any international application filed on or after 1 

January 2009 will include the designation of the former Yugoslav Republic of Macedonia (MK) for a 

European patent, and is available at:

http://www.wipo.int/pct/en/texts/pdf/reg_des.pdf

ISA and IPEA Agreements

Updated versions of the Agreements, in English and French, between the International Bureau of 

WIPO and the following Authorities as International Searching Authorities (ISAs) and International 

Preliminary Examining Authorities (IPEAs) and, in the case of the Swedish Patent and Registration 

Office and the Nordic Patent Institute, as International Searching Authority specified for Supplementary 

Search (SISA):

AT Austrian Patent Office 

EP European Patent Office 

ES Spanish Patent and Trademark Office 

KR Korean Intellectual Property Office 

SE Swedish Patent and Registration Office 

US United States Patent and Trademark Office (USPTO) 

XN Nordic Patent Institute

relating to the functioning of those Authorities as ISAs, IPEAs and SISAs under the PCT, as in force 

from 1 January 2009, and 12 January 2009 for the USPTO, have been published at:
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http://www.wipo.int/pct/en/access/isa_ipea_agreements.html#ai 

http://www.wipo.int/pct/fr/access/isa_ipea_agreements.html#ai

Practical Advice

Assignment of an international application to an applicant who is neither a national nor a 

resident of a PCT Contracting State

Q: I have filed an international application on behalf of a corporate applicant, which is a national and 

resident of Spain. The company now wishes to assign the rights to the invention to another company 

which is a national and resident of Uruguay. There are also two applicant/inventors named in the 

international application for the purposes of the US designation, but they are not nationals or residents 

of a PCT Contracting State either. Will the PCT application still be valid if there are no longer any 

applicants who are nationals or residents of a PCT Contracting State?

If so, which corporate applicant will appear in the published international application?

A: A PCT application can be assigned at any time during the international phase, to anyone, including 

residents and nationals of States which are not bound by the PCT. The requirement under PCT Article 

9 that the applicant must be a resident or national of a PCT Contracting State only needs to be 

complied with on the international filing date. Later changes have no influence on the validity of the 

international application itself.

An assignment to a resident or national of a State which is not bound by the PCT may, however, have 

consequences on the right to file a demand for international preliminary examination under Chapter II 

if the demand is filed after the recording of the change in the person of the applicant under PCT Rule 

92bis. A demand may only be filed if the applicant (or at least one of the applicants, if there are more 

than one) is a resident or national of a PCT Contracting State bound by Chapter II and the 

international application was filed with the receiving Office of or acting for such a State (see PCT 

Article 31(2)(a) and Rules 54.1 and 54.2). Since the new applicant would be neither a resident nor a 

national of a PCT Contracting State, it would not be entitled to file a demand for international 

preliminary examination under Chapter II. Therefore, in order for a demand to be validly filed, it would 

have to be filed in the name of the Spanish applicant, before the recording of the change in the person 

of the applicant under PCT Rule 92bis; any subsequent assignment of the international application 

would have no consequence on the validity of the demand.

Note that if you are going to represent the new applicant, that applicant should sign a power of 

attorney appointing you. Ideally, this should be submitted together with the request for recording of the 

change of applicant. The International Bureau (IB) will record any such requested change provided it is 

received by it before the expiration of 30 months from the priority date.

As far as the publication of information concerning the applicant is concerned, if the request for the 

recording of a change of applicant is made and recorded at the IB prior to completion of technical 

preparations for publication, the name of the new applicant will be included on the front page of the 

published international application in the PATENTSCOPE® search service 
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(http://www.wipo.int/pctdb/en/index.jsp); if it is received by the IB after completion of the technical 

preparations for international publication, the published international application will include the name 

of the original applicant. In both cases, however, the bibliographical data will include (or be updated to 

include, as the case may be) the name of the new applicant (under the “Biblio. Data” tab of the 

international application concerned). The request as filed (Form PCT/RO/101), which includes the 

name of the original applicant, and the IB’s “Notification of the Recording of a Change” (Form 

PCT/IB/306) concerning this change will, in accordance with PCT Rule 94.1(b), be accessible to third 

parties after international publication. These documents are available in the PATENTSCOPE® search 

service (under the “Documents” tab) for all international applications whose filing date is on or after 1 

January 2006. For earlier filed international applications, a quick comparison between the applicant’s 

name under the “Biblio. Data” tab and the one which appears under the “Documents” tab, allows third 

parties to see if a request under PCT Rule 92bis was recorded by the IB.

PCT Newsletter 2009 #2

Practical Advice

The appointment of agents having the right to practice before an Authority specified for 

supplementary international search

Q: I am the agent in respect of an international application, and have appointed a sub-agent to act 

specifically for the purposes of the procedure before the International Searching Authority (ISA), and 

will be appointing that same agent to act specifically for the procedure before the International 

Preliminary Examining Authority (IPEA),which will be the same Office as the ISA. Because of the 

nature of the technology and the potential importance of the invention, I feel that the international 

application would benefit from a supplementary international search, and would therefore like to know 

whether the above-mentioned sub-agent can also act as agent for the purposes of the procedure 

before the Authority specified for supplementary international search?

A: Although it is not really necessary to appoint an agent specifically for the purpose of supplementary 

international search (SIS) (there would not normally be any dialogue between that Authority and an 

agent, and only a limited number of documents, if any, may need to be submitted to that Authority (for 

example, where required, a copy of any sequence listing in electronic form or a translation into a 

language accepted by the Authority which is to carry out the SIS)), you do have the option of 

appointing such a sub-agent, and may wish to, especially if you have already appointed such a sub-

agent for the purposes of international search and preliminary examination.

Note, however, that according to PCT Rule 90.1(d)(ii), you may only appoint a sub-agent to act as 

agent specifically for the purposes of the procedure before the Authority specified for supplementary 

international search (SIS) if that sub-agent has the right to practice before the national Office or the 

intergovernmental organization (henceforth referred to as “Office”) which acts in that capacity. If this is 

the case, you will be able to widen the scope of the existing sub- agent’s appointment to cover the 
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procedure before the Authority specified for SIS. To do this, you should mark the third check-box under 

Box No. III of the supplementary search request form (PCT/IB/375) and fill in that agent’s details in 

that Box.

If the existing sub-agent does not have the right to practice before the Office which acts as an 

Authority specified for SIS, you would be able to act as general agent for the purposes of the 

procedure before that Authority (as, unless otherwise specified by the applicant, you have the right to 

practice in respect of the whole of the international procedure), since, according to PCT Rule 90.1, a 

person having the right to practice before the Office with which the international application is filed (or, 

where the international application is filed with the International Bureau (IB), having the right to 

practice in respect of the international application before the IB (see PCT Rule 83.1bis)), may be 

appointed by the applicant as his agent to represent him before the receiving Office, the IB, the 

International Searching Authority, any Authority specified for SIS and the International Preliminary 

Examining Authority. In this situation, you would mark the first check-box under Box No. III of the 

supplementary search request and fill in the necessary parts of that Box.

If you wish, you also have the option of appointing a further sub-agent who has the right to practice 

before the Office or organization which acts as the Authority specified for SIS (PCT Rule 90.1(d)(ii)), in 

which case you should mark the third check-box under Box No. III of the supplementary search 

request and provide the necessary details of that new agent. Since you, as appointed agent of the 

international application, would be appointing the sub-agent, the signature of the applicant would not 

be required. Note that the sub-agent would only be able to take action concerning the SIS procedure, 

and would not be entitled to take action on any other matters.

For information on who has the right to practice before a national or regional Office, see the relevant 

National Chapter (Summary) of the PCT Applicant’s Guide, 

(http://www.wipo.int/pct/guide/en/index.html) or contact the Office concerned; for further information on 

the appointment of sub-agents, see PCT Applicant’s Guide, International Phase, paragraphs 81 and 

413; and for further information on the new SIS service, see PCT

Rule 45bis and PCT Newsletter No. 12/2008, pages 1-3 and 14-15.

PCT Newsletter 2009 #3

News from the EPO

New Fee Structure

On 1 April 2009, a new fee structure will enter into force in respect of international applications 

entering the regional phase before the European Patent Office (EPO) (hereinafter: European phase) 

on or after that date. The following changes will take place:

1) New two-tier system of claims fees

For all international applications entering the European phase before 1 April 2009, a claims fee of EUR 

200 is payable for the 16th and each subsequent claim. For international applications entering the 
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European phase on or after 1 April 2009, a claims fee of EUR 200 will be payable from the 16th to the 

50th claim, and a claims fee of EUR 500 will be payable for the 51st and each subsequent claim.

2) Additional fee (sheet fee) forming part of the filing fee

For applications entering the European phase on or after 1 April 2009 and comprising more than 35 

pages, there will be a new additional fee of EUR 12 per page for the 36th and each subsequent page 

of the application. Note that with the introduction of the additional fee as part of the filing fee, a page 

fee will cease to be payable at the grant stage. Therefore, for these applications, a flat fee for grant 

and publication will apply.

3) Designation fee

For all international applications entering the European phase before 1 April 2009, a designation fee is 

payable for each EPO Contracting State and for the joint designation of Switzerland and Liechtenstein 

(up to a maximum of seven times the amount of that fee (that is, up to EUR 595)). For international 

applications entering the European phase on or after 1 April 2009, one flat designation fee of EUR 500 

will be payable, which will cover the designation of all EPO Contracting States (note that this flat fee 

will be due irrespective of any possible express withdrawals of individual designation(s) and the fee 

will not cover any fees payable for the extension of a European patent to an extension State).

For more detailed information, including information on transitional arrangements, see the “Notice from 

the European Patent Office dated 26 January 2009 concerning the 2009 fee structure”, in the Official 

Journal EPO, page 118 at:

http://www.european-patent-office.org/epo/pubs/oj009/02_09/02_1189.pdf The Notice is also available 

at:

http://www.epo.org/patents/law/legal-texts/InformationEPO/archiveinfo/20090126.html The PCT 

Applicant’s Guide, National Chapter, Summary (EP) will be updated accordingly.

Practical Advice

Payment of additional preliminary examination fees in case of earlier finding of lack of unity of 

invention by the International Searching Authority

Q: The International Searching Authority (ISA) considered that an international application for which I 

am acting as agent did not comply with the requirement of unity of invention as it contained two 

separate inventions, and invited me to pay an additional search fee to cover the cost of carrying out a 

search in respect of the second invention. I therefore paid the additional fee and had all the claims 

searched. In view of the above, do I automatically have to pay an additional preliminary examination 

fee to the International Preliminary Examining Authority (IPEA) if I decide to file a demand for 

international preliminary examination?

A: It is recalled that, according to PCT Rule 13.1, the international application must relate to one 

invention only or to a group of inventions so linked as to form a single general inventive concept 
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(“requirement of unity of invention”). Where the ISA finds lack of unity of invention, the IPEA may also 

find lack of unity of invention, especially if the IPEA is the same Office as the ISA.

Even though it is likely, therefore, that the IPEA will also invite you, in accordance with PCT Rule 68.2, 

to pay an additional fee for the second invention in the context of international preliminary examination 

(or otherwise, to restrict the claims), there is a chance, especially if the IPEA is not the same Office as 

the ISA, that the IPEA may come to a different conclusion concerning the lack of unity, and may not 

require payment of additional fees. You therefore do not need to automatically pay the additional 

preliminary examination fee, as the IPEA may not necessarily invite you to pay that fee.

Another reason why you need not pay that fee automatically is that, under PCT Rule 68.1, the 

examiner has the option of examining any further inventions without inviting restriction of the claims or 

payment of additional fees where, for example, compared with the procedure of inviting the applicant, 

no or little additional effort is involved in establishing the international preliminary report on 

patentability (Chapter II of the Patent Cooperation Treaty) (hereinafter: report) for the entire 

application. The examiner may draw this conclusion in view of the fact that the majority of the work in 

creating a written opinion on the additional inventions will have been done by the search examiner, 

and the Chapter II examiner will in any case have already reviewed at least the independent claims in 

order to confirm the view on unity of invention. Whether or not the examiner invites payment of 

additional fees may also depend on the extent and complexity of any amendments which need to be 

taken into account for the international preliminary examination. Where the examiner proceeds with 

the preliminary examination without requesting any additional fees, he establishes the report on the 

entire international application, but indicates in the report his opinion that the requirement of unity of 

invention is not fulfilled and the reasons therefor.

In any case, if the IPEA is not prepared to examine all claims of the application without the payment of 

additional fees, it will invite you under PCT Rule 68.2, by way of Form PCT/IPEA/405, to either restrict 

the claims or pay such fees before establishing the report. If you fail to take either of these two 

actions, the report will only cover the first invention.

Therefore, in the case you describe, you may wish to wait and see whether you are going to be invited 

to pay additional fees also during international preliminary examination, or, as a practical matter, to 

save time you may wish to raise the matter with the IPEA examiner at the time of filing the demand. As 

stated above, whether or not you will be invited to pay an additional fee will be closely linked to 

whether or not the IPEA is the same as the ISA, and/or to the scope of amendments made when filing 

the demand for preliminary examination.

For further information, see paragraph 10.76 of the International Search and Examination Guidelines 

at:

http://www.wipo.int/pct/en/texts/pdf/ispe.pdf the PCT Applicant’s Guide, International Phase, 

paragraph 398 at:

http://www.wipo.int/pct/guide/en/gdvol1/pdf/gdvol1.pdf and the “Practical Advice” in PCT Newsletter 

Nos. 08 and 09/2008.

PCT Newsletter 2009 #4
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Extension of European Patents to Montenegro

The European Patent Organisation and the Government of Montenegro have signed an agreement on 

the extension of European Patents to Montenegro. The date of entry into force of the Agreement has 

not yet been determined, and will be notified later in the year. Once the Agreement enters into force, it 

will be possible, in respect of international applications filed on or after a date which is yet to be 

determined, to extend the protection conferred by European patent applications and patents to 

Montenegro.

For further information, see: http://www.epo.org/topics/news/2009/20090216.html

Practical Advice

Modes of filing documents/correspondence after filing the international application 

electronically

Q: I have filed, on behalf of an applicant, an international application online with the International 

Bureau as receiving Office using the PCT-SAFE software. Having received the international search 

report, I now wish to file amendments to the claims under PCT Article 19. Can these amendments be 

filed online as well, or, failing that, can they be filed by way of an e-mail attachment, or do they still 

have to be filed on paper?

A: Although it is possible to file international applications electronically using the PCT-SAFE software, 

either online or using physical media such as CD-R, it does not allow for the submission of 

subsequent documents in either of these forms.

Even though, according to PCT Rule 89bis.2, the PCT provides for the filing of documents other than 

the international application in electronic form or by electronic means, the modes of transmittal of 

documents under the PCT which are available to the applicant are determined by the Office of receipt 

of the documents concerned. Since amendments under PCT Article 19 are transmitted to the 

International Bureau (IB), it is the IB which determines the mode of transmittal of the amendments. 

The IB will accept documents sent by fax, but not by e-mail, noting that if the amendments are 

transmitted by fax, the original of the document (confirmation copy) should be furnished to the IB 

within 14 days, as is also the case for transmission by fax of the international application or any 

replacement sheets containing corrections to the international application. In other words, a 

confirmation copy is required in respect of any documents which are to be published, in view of the 

fact that the confirmation copy would normally be of better quality, and reproduction via optical 

character recognition would therefore be more accurate.

Although advance copies of notifications may be sent to applicants via e-mail by the IB, as well as by 

the receiving Office, International Searching Authority and/or International Preliminary Examining 

Authority if they are prepared to do so5, followed by a paper notification, note that only informal 
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enquiries which are not related to specific international applications may be sent via e-mail by the 

applicant himself/herself. Correspondence or documents relating to a specific international application 

may not be sent by the applicant via e-mail because this form of communication cannot be used 

validly to perform any procedural act before the IB, including the submission of amendments under 

PCT Article 19, requests for changes under PCT Rule 92bis or requests for withdrawals under PCT 

Rule 90bis and, to this date, no other PCT Office or Authority has informed the IB of the acceptance of 

the submission of documents by e-mail.

An electronic document upload service, which would allow users to upload a number of applicant-

submitted documents other than the international application itself, including amendments to the 

claims under PCT Article 19, is currently under development. The International Bureau plans to make 

this service available to applicants in the near future. For further information, see PCT Newsletter No. 

01/2009, page 2.

Information on the forms of telecommunication in which PCT Offices are prepared to receive 

documents is published in the PCT Applicant’s Guide, Annex B, and information on the possible 

means of filing the international application itself is given, for each receiving Office, in Annex C.

PCT Newsletter 2009 #5

Practical Advice : Declaration of non-establishment of international search report: possible actions in 

the case of other related PCT applications filed later 

Q: I have filed several PCT applications relating to similar inventions, in respect of which I have 

chosen the same International Searching Authority (ISA) to carry out the search. I have just received 

from the ISA, in respect of the first of these applications filed, a declaration that no international search 

report (ISR) will be established for the application due to the fact that it concerns a subject which the 

ISA will not search. Is it possible to obtain a refund of the search fee for that application? Also, since I 

fear that I will not be able to get an ISR in respect of the other related applications, is it possible to 

amend the claims in such a way that the subject matter claimed will change, or failing that, to change 

the ISA that I initially selected to carry out the international search for one which will search the subject 

matter concerned?

A: A declaration under PCT Article 17(2)(a) that no ISR will be established can be made if the ISA 

considers that a meaningful search cannot be carried out because the international application relates 

to a subject matter which, under the PCT Regulations, the ISA is not required to search and, in the 

particular case, decides not to search (see PCT Article 17(2)(a)). ISAs often search only subject matter 

encompassed by the national/regional patent granting procedure under the provisions of their 

applicable national/regional law. A list of the subject matters which the ISA can decide not to search is 

provided in PCT Rule 39.1; information relating to the subject matters which will not be searched by a 

particular ISA can be found on the relevant page of the PCT Applicant’s Guide, Annex D; however, for 
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full details, it is preferable to contact the ISA concerned directly. It is recommended that before filing 

the international application, applicants inform themselves as to which subject matters will not be 

searched by the ISA they intend to choose. As far as a refund of the search fee is concerned, the non-

establishment of an ISR would not be a reason for an ISA to refund any search fees. The only cases 

for which a refund of the search fee is provided for are listed under PCT Rule 16.2. For information 

relating to the applicable conditions for refund for each ISA, refer to the relevant part of Annex D of the 

PCT Applicant’s Guide. The lack of ISR from the chosen ISA due to the fact that it does not search a 

particular subject matter does not prevent you from requesting a supplementary international search 

by one of the ISAs specified for that purpose. Note, however, that where the ISA has made a 

declaration that no ISR will be established, and that declaration is available to the Authority specified 

for supplementary international search before it starts its search, it may decide not to establish the 

supplementary international search report (see PCT Rule 45bis.5(e)). For further information on 

requesting a supplementary international search, see PCT Newsletter No. 12/2008, cover page and 

page 14. It will not be possible to resolve this issue by amending the claims under PCT Article 19 as it 

is not possible to file such amendments if no ISR has been established. Also, although you would be 

entitled to amend the claims under PCT Article 34(2)(b) if you file a demand for international 

preliminary examination, the International Preliminary Examining Authority is only required to examine 

the claims which have been searched (see PCT Rule 66.1(e)). You will be given the opportunity to 

amend the application before each designated or elected Office under PCT Article 28(1) or 41(1), 

although any amendments must not go beyond what was originally disclosed in the international 

application. As far as the other PCT applications are concerned, you cannot amend the claims under 

PCT Article 19 prior to the receipt of the ISR, and if the ISA issues a declaration that no ISR will be 

established, you will not be able to file such amendments in respect of those applications either. Also, 

although the PCT does not specifically provide for a change of choice of ISA, paragraph 115 of the 

PCT Receiving Office Guidelines states that, provided that more than one ISA is competent to carry 

out the international search, the applicant may make a change to the choice of Authority where the 

search copy has not yet been transmitted to the ISA. Note that the lack of an ISR does not, in itself, 

have any influence on the validity of the international application, the processing of which, including its 

publication and communication to the designated Offices, continues. For further information on the 

consequences of the non-establishment of an ISR, see the “Practical Advice” in PCT

Newsletter No. 10/2007.

PCT Newsletter 2009 #6

Several rule changes will enter into force from July 1, 2009. A document with all the changes can be 

downloaded from http://www.wipo.int/pct/en/texts/pdf/update274_2009.pdf

With effect from 1 June 2009 the French National Institute of Industrial Property (INPI) has withdrawn 

it's reservation under Rule 26bis.3(j). As a result Rule 26bis.3(a) to (i) apply with respect to the INPI in 

it's capacity as Receiving Office. The INPI further notified that it will apply the "due care" criterion".
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Practical Advice: International application considered withdrawn by receiving Office after having been 

accorded an international filing date

Q: I was notified six weeks ago of the receipt of an international application by the receiving Office, 

and of the according of an international filing date for that application. However, I have just received 

from that Office a notification under PCT Rule 29.4 that it now intends, in accordance with PCT Article 

14(4), to declare the international application withdrawn due to its non-compliance with PCT Article 

11(1)(i) (namely, because the applicants do not have the right to file an international application since 

they are neither nationals nor residents of a PCT Contracting State). If, within one month from the 

invitation, I cannot find arguments which are accepted by the receiving Office that the applicants have 

the right to file, the international application will be considered withdrawn. Should this check not have 

been carried out by the receiving Office before it accorded the international filing date? Can an 

international filing date once accorded subsequently be taken away so long after the filing of the 

international application?

A: At the time of receipt of the international application, the receiving Office should indeed check 

whether the requirements for according an international filing date are fulfilled, including whether the 

applicant does not obviously lack, for reasons of residence or nationality, the right to file an 

international application with the receiving Office (see PCT Article 11(1)(i) and PCT Receiving Office 

Guidelines, paragraphs 39 and 40). There may, however, be rare cases where the Office concerned 

fails to detect this defect, or any other defect under PCT Article 11(1), at the time of receipt, and thus 

erroneously accords an international filing date to the application. Under PCT Article 14(4), the 

receiving Office is entitled to later declare that the application should be considered withdrawn. Note 

that, under PCT Rule 29.3, if the receiving Office fails to detect the defect, but the International Bureau 

or the International Searching Authority does detect the defect and therefore considers that the 

receiving Office should have made a finding under PCT Article 14(4), it will bring the relevant facts to 

the attention of the receiving Office. The receiving Office has up to four months from the international 

filing date to find that any of the requirements listed in items (i) to (iii) of PCT Article 11(1) was not 

complied with at the international filing date (PCT Rule 30). After the expiration of this four-month 

period, the receiving Office may no longer raise this issue. Before issuing any declaration that the 

international application is considered withdrawn, the receiving Office notifies the applicant of its 

intention to issue such a declaration and of the reasons therefor (see PCT Article 14(1)(b)). Under the 

PCT Regulations currently in force, this permits the applicant to submit arguments within one month 

from the notification (see PCT Rule 29.4). As from 1 July 2009, however, the time limit given to the 

applicants for submitting arguments will increase from one month to two months from the date of the 

notification of the receiving Office’s intention to make the above-mentioned declaration (see PCT Rule 

29.4, new sub-paragraph (a)).

PCT Newsletter 2009 #7/8
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National Institute of Industrial Property (Brazil) to Begin Functioning as International Searching and 

Preliminary Examining Authority

It is recalled that the National Institute of Industrial Property (Brazil) was appointed as International 

Searching Authority (ISA) and International Preliminary Examining Authority (IPEA) under the PCT by 

the PCT Assembly in October 2007. The Office has notified WIPO that it will begin functioning as an 

ISA and an IPEA with effect from 7 August 2009.

For information on the fees that will be payable to that Office in its capacity as ISA and IPEA, see 

“PCT Information Update”, below. Other information on the Office in its capacity as ISA and IPEA will 

be published shortly in the PCT Applicant’s Guide, Annexes D and E.

Practical Advice: The options available for the filing of international applications containing sequence 

listings

Q: I have heard that a number of changes took place on 1 July 2009 concerning the filing of sequence 

listings, for example, that there is no longer a fee benefit for sequence listings over 400 pages. As I 

plan on filing an international application containing a sequence listing of about 500 pages, please 

could you explain the options available to me for filing the sequence listing part – will I now have to 

pay a fee per sheet for that part?

A: It is recalled that where international applications disclose nucleotide and/or amino acid sequences, 

a sequence listing must be presented as a separate part of the description (“sequence listing part of 

the description”) in accordance with PCT Rule 5.2(a) and the Standard for the Presentation of 

Nucleotide and Amino Acid Sequence Listings in PCT applications which is contained in Annex C of 

the Administrative Instructions under the PCT.

Former Part 8 of the Administrative Instructions (Sections 801 to 806), which permitted the filing of the 

sequence listing part of the international application to be filed in electronic form on a physical medium 

(for example, a CD), together with the remainder of the application on paper (sometimes referred to as 

“mixed-mode” filings), was introduced in 2001 as a temporary solution to problems arising from the 

filing of very large sequence listings on paper, which were difficult to handle for applicants and Offices 

and very expensive for applicants. Now that applicants may, and do to an increasing extent, file 

international applications in electronic form, such temporary provisions have become less relevant, 

and Part 8 of the Administrative Instructions has been deleted with effect from 1 July 2009.

Although the benefit of paying a maximum of 400 times the fee per sheet of sequence listing, 

regardless of the length of the sequence listing, is no longer available to applicants subsequent to the 

deletion of Part 8 of the Administrative Instructions, the newly modified Administrative Instructions 

governing the filing of sequence listings will, in general, be beneficial to applicants, International 

Authorities and designated Offices, as will be explained below.

For international applications filed on or after 1 July 2009, according to modified Section 707(a-bis) of 

the Administrative Instructions, where a sequence listing is contained in an international application 

filed in electronic form (presuming that the receiving Office concerned is prepared to accept 
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international applications in the electronic forms concerned), the calculation of the international filing 

fee should not take into account any sheet of the sequence listing if that listing is presented as a 

separate part of the description in accordance with PCT Rule 5.2(a) and is in the electronic document 

format specified in the sequence listing standard in the Administrative Instructions, Annex C, 

paragraph 40 (hereinafter: “text format”). That is, you do not pay any page fees at all for the sequence 

listing if the international application is filed in electronic form and the sequence listing is provided as a 

text file in the appropriate format, for example as output from the dedicated PatentIn software 

(available free of charge from the European Patent Office website at: 

http://www.epo.org/patents/Grant-procedure/Filing-an-application/European-applications/Filing-

options/PatentIn-filing-software.html, or from the United States Patent and Trademark Office (USPTO) 

website at: http://www.uspto.gov/web/offices/pac/patin/patentin.htm). You will also benefit from the fee 

reductions (of between 100 and 300 Swiss francs, depending on the type of filing involved) which 

apply generally to electronic filings.

Moreover, by providing the sequence listing in text format, the sequence listing should also be usable, 

under PCT Rule 13ter, for the purposes of international search (and examination) and there will be no 

need to file a second copy for that purpose.

The other, albeit more costly options, for filing sequence listings are:

(1) filing the international application in electronic form, including the sequence listing in electronic 

form, but in an image format, rather than in a text format (for example, having converted the text 

format to PDF format); or

(2) filing the international application on paper, in which case the sequence listing must also be 

included in paper form (as would be the case, for instance, where the application is filed using the 

PCT-EASY functionality of the PCT-SAFE software). In the case of paper filings, only sequence 

listings filed for the purposes of international search under PCT Rule 13ter may be filed in electronic 

form on a physical medium.

In both of the above cases, you would have to pay full page fees for the entire application, including 

for each page of the sequence listing in image format. Therefore, in terms of fees payable, this option 

would seem to be feasible where there are only a small number of pages of sequence listings in the 

application. Furthermore, you may in any case be invited to furnish a sequence listing in text format for 

the International Searching Authority (ISA) (and, where applicable, the International Preliminary 

Examining Authority (IPEA)) for search (or examination) purposes only, and if this is furnished later in 

response to an invitation by the ISA or IPEA, a late furnishing fee may be payable to the Authority 

concerned (PCT Rule 13ter.1(c)).

Note that if your international application contains tables related to sequence listings, these tables 

must be included as an integral part of the description in the same format as the remainder of the 

application, that is, where the international application is filed on paper, any tables must also be 

included on paper. The pages containing such tables will count as regular pages of description, 

irrespective of the format in which they are submitted (whether on paper or in electronic form) (noting 

that such pages are not machine-readable in the way that sequence listings in text format are).
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Applicants filing international applications with the USPTO as receiving Office (RO/US) should note 

that the e-filing system of the USPTO, EFS-Web, permits two methods of filing the sequence listing 

with the application:

(1) the sequence listing may be uploaded directly along with the body of the international application – 

in this case, the file should preferably be in text format (without page fees) but may be in PDF format 

(with full page fees); or

(2) in the case of a sequence listing larger than 100 MB, it may be deposited separately on a physical 

medium (CD) at the USPTO on the same day as the international filing date – in this case, the file may 

only be in text format.

Applicants filing an international application containing tables related to sequence listings with RO/US 

via EFS-Web should note that these tables must be an integral part of the description in PDF format 

only (with full page fees payable).

The revised Administrative Instructions relating to the filing of sequence listings in text format therefore 

encourage applicants to furnish the sequence listings in a format which is not cumbersome, is 

searchable and can therefore be used for search and examination purposes as well as for disclosure, 

can be used by the designated Offices in the national phase, and which enables applicants to save 

money by not having to pay any page fees.

Applicants are reminded to use the July 2009 version of the request form (PCT/RO/101), which has 

been revised to take into account the above-mentioned changes, when filing international applications 

on or after 1 July 2009. It is recalled that there are two alternative last sheets of the request form: the 

one which is headed “CHECK LIST for PAPER filings” should be used if the applicant intends to file 

the international application on paper; the one which is headed “CHECK LIST for EFS-Web filings” 

should only be used if the applicant intends to file the request form online with the USPTO as receiving 

Office via EFS-Web. A new version of the PCT-SAFE software, which takes into account the new 

method of page fee calculation, is available at:

http://www.wipo.int/pct-safe/en/download/

For applicants who are not able to upgrade their existing PCT-SAFE installation immediately, where a 

text file has been uploaded, it is possible to manually change the “number of pages” for the sequence 

listing to zero, which will then give the correct fee calculation. Note, however, that if the sequence 

listing is filed in PDF format and is more than 400 pages long, the fee calculation will be incorrect if 

using an earlier version of the software because it only counts to a maximum of 400 pages for the 

sequence listing, and it is not possible to manually modify the page count in this case.

For further information on the changes regarding the filing of sequence listings and tables related to 

sequence listings, see the PowerPoint presentation “Amendments to the Regulations and other 

practice changes – July 1, 2009” at:

http://www.wipo.int/pct/en/texts/ppt/2009practice_changes.ppt

The text of the modifications of the Administrative Instructions (as in force from 1 July 2009) 

concerning sequence listings was published in the Official Notices (PCT Gazette) on 14 May 2009 at:

http://www.wipo.int/pct/en/official_notices/officialnotices.pdf
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and the consolidated texts of the Administrative Instructions and Annex F (Standard for Filing and 

Processing in Electronic Form) are available at:

http://www.wipo.int/pct/en/texts/ai_july2009.html

PCT Newsletter 2009 #9

Withdrawal of Notification of Applicability of PCT Rule 4.9(b)

RU Russian Federation

Further to its notification of the applicability of PCT Rule 4.9(b) to the designation of the Russian

Federation (see PCT Newsletter No. 02/2003), the Federal Service for Intellectual Property,

Patents and Trademarks (Rospatent), in its capacity as designated Office, has notified the

International Bureau that it has withdrawn its notification with effect from 5 June 2009.

This means that where the international application claims the priority of an earlier national

application filed in the Russian Federation (RU), it is no longer necessary to exclude the RU

designation in the international application in order to prevent the automatic withdrawal of the

earlier national application. Box No. V of the request form, as well as the relevant part of the

PCT-SAFE software, will be revised accordingly in due course.

Updating of the PCT Applicant’s Guide

The July 2009 update of the International Phase and Index and the National Phase are nearly

complete and will be available in English and French shortly after the publication of this issue of

the PCT Newsletter at: 

http://www.wipo.int/pct/guide/en/index.html

Practical Advice  : Requesting the restoration of the right of priority under PCT Rule 26bis.3 where the  

receiving Office does not apply such provisions

Q: I filed an international application, which, due to unavoidable circumstances, was received

by the receiving Office one year and five days after the date of the only priority claim in the

application. In order to safeguard my priority claim, I would have liked to have taken advantage

of the provisions under PCT Rule 26bis.3 by requesting the receiving Office to restore the right

of priority, however, the receiving Office with which the application was filed has notified under

PCT Rule 26bis.3(j) that the above-mentioned rule is incompatible with the national law applied

by it. Is there any other way of safeguarding the priority claim?

A: Even if a receiving Office has notified the International Bureau (IB) of the incompatibility of

PCT Rule 26bis.3 with its national law, PCT Rule 26bis.2(c)(iii), which is applicable to all
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receiving Offices, provides that a priority claim is not to be considered void for the purposes of

the international phase if the international filing date is within two months from the date on which

the priority period expired; therefore, the date of the earlier application will still serve as a basis

to calculate time limits during the international phase. However, the fact that the priority claim is

retained in the international application does not mean in any way that the validity of such a

priority claim is assured in the national phase, and by taking no action at this stage, the actions

required to remedy the situation before the designated Offices upon entering the national phase

may be more cumbersome than those that would be required if you take action now, by

requesting the restoration of the right of priority during the international phase before a receiving

Office.

To do this, you could request your receiving Office, in accordance with PCT Rule 19.4(a)(iii), to

transmit your international application to the International Bureau as receiving Office (RO/IB), it

being a competent receiving Office for nationals and residents of all PCT Contracting States.

Since the RO/IB has not made a reservation under PCT Rule 26bis.3(j), you would then be able

to request the IB, in its capacity as receiving Office, to restore the right of priority, provided that

you do this within the time limit of two months from the date on which the 12-month priority

period expired.

Note that if you had already submitted a request to restore the right of priority to your national

receiving Office, that Office, as an Office which does not apply PCT Rule 26bis.3, would then,

subject to your approval, have requested the RO/IB to agree to the transmittal of the

international application to it for further processing (see the PCT Receiving Office Guidelines,

paragraph 166A). Any such request would be considered as having been received by the

RO/IB in time, provided that it had reached the national receiving Office before the expiration of

the applicable time limit under PCT Rule 26bis.3(e).

If the national receiving Office transmits your international application to the RO/IB (whether it

be upon your request or otherwise), such transmittal may be subjected to the payment to the

national receiving Office of a fee equal to the transmittal fee (see PCT Rule 19.4(b)); other fees

paid (for example, the international filing fee and the search fee) will be refunded by the national

receiving Office and you will be required to pay the applicable fees (for example, the transmittal

fee, the international filing fee and the search fee) to the RO/IB. Note, however, that, although

some receiving Offices charge a fee for requesting restoration of the right of priority (PCT

Rule 26bis.3(d)), the RO/IB does not charge such a fee. It is recalled that where the national

receiving Office transmits an international application to the RO/IB for further processing, that 

application is considered to have been received by the RO/IB on the date of receipt of the

international application by the national receiving Office (see PCT Rule 19.4(b)), although for

the purposes of payment of the necessary fees which are due upon filing the international

application, the date on which the application was actually received by the RO/IB is considered

to be the date of receipt of the international application (see PCT Rule 19.4(c)).

Since, in your case, the request for restoration of a priority claim would be made after the filing
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of the international application, you should make your request by way of a letter to the RO/IB.

Your request for restoration should preferably be accompanied by any declaration or other

evidence which may be necessary in support of the statement of reasons for the failure to file

the international application within the priority period (see PCT Rule 26bis.3(f)). (Note that if a

request for restoration is made at the time of filing, with either the RO/IB or another receiving

Office the national law of which is compatible with PCT Rule 26bis.3, there is a special box

under Box No. VI of the request form for making such a request – for further information, see

the Notes to Box No. VI.) Provided that your request for restoration meets the necessary

criteria (the RO/IB applies the “due care” and the “unintentional” criterion to such requests), the

RO/IB will notify you of its decision and the criterion for restoration upon which the decision was

based.

Please bear in mind, however, that even if the receiving Office restores the priority claim, the

validity of that claim cannot be assured in the national phase, notably where the designated

Office has notified the International Bureau of the incompatibility of PCT Rule 49ter.1 with its

national law, but it may also depend on whether the designated Office applies the same

criterion as the receiving Office. Where the receiving Office has made a finding that the failure

to file that international application within the priority period occurred in spite of “due care”

having been taken, that restoration is effective in each State (PCT Rule 49ter.1). However,

where the receiving Office has restored a right of priority under PCT Rule 26bis.3 based on a

finding that the failure to file that international application within the priority period was

“unintentional”, the restoration will only be effective in designated States whose applicable

national law provides for restoration based on that criterion, or on a criterion which is more

favorable than that criterion (PCT Rule 49ter.1(b)). 

Another option which is available to you, other than requesting the restoration of the right of

priority during the international phase, is to request the restoration of the right of priority before

each designated Office (PCT Rule 49ter.2). In accordance with PCT Rule 49ter.2(b)(i), such a

request should be made within one month from the time limit under PCT Article 22. Such

request will not, however, be accepted by designated Offices which have made a reservation

under PCT Rule 49ter.2(h).

For information on which Offices have made reservations in relation to PCT Rules 26bis.3(j)

(“Restoration of Right of Priority by Receiving Office”), 49ter.1(g) (“Effect of Restoration of Right

of Priority by Receiving Office [in Designated State]”) and 49ter.2(h) (“Restoration of Right of

Priority by Designated Office”), see the table at:

http://www.wipo.int/pct/en/texts/restoration.html

For further information on requesting the restoration of the right of priority, see the “Practical

Advice” published in PCT Newsletter No. 04/2007, the PCT Applicant’s Guide, International

Phase, paragraphs 98A to H, and the part of the “Frequently Asked Questions: Amendments to

the PCT Regulations (April 1, 2007)” concerning the restoration of the right of priority at:

http://www.wipo.int/pct/en/faqs/april07_faq.html#2007_restoration
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PCT Newsletter 2009 #10

Practical Advice: Choosing a receiving Office as a function of the criterion applied by it for restoring the 

right of priority

Q: I am about to file an international application; however, having just missed the 12-month priority 

period, I intend to request the restoration of the right of priority under PCT Rule 26bis.3. Since I have 

the possibility of filing the application with the United Kingdom Intellectual Property Office (an 

operating name of the Patent Office) (RO/GB), the European Patent Office (RO/EP), or the 

International Bureau (RO/IB) as receiving Office, and PCT Rule 26bis.3 applies in respect of each of 

those Offices, what factors should I take into account in deciding where to file the application and the 

accompanying request for restoration of the right of priority? 

A: Essentially, you need to consider whether the Offices before which you are considering entering the 

national phase will recognize a restoration of the right of priority which is made by the receiving Office 

(RO) with which you intend to file your international application, and whether it will be easier to pursue 

the matter before the RO, or upon national phase entry before the designated Office (DO). Most 

fundamentally, a significant number of DOs do not recognize restoration of the right of priority at all, or 

else not in the form envisaged by the PCT. 

A list of Offices which have made notifications under Rule 49ter.1(g) of the incompatibility of the 

relevant rules with their national law can be found at: 

http://www.wipo.int/pct/en/texts/reservations/res_incomp.html

If all the Offices before which you are interested in entering the national phase are on this list, there is 

probably no point in seeking restoration of the right of priority at all. You will need to consider carefully 

whether your application is likely to be valid without the priority claim, or else whether there are any 

other specific national provisions which could save it in the Offices where you are interested in 

obtaining protection. Where at least one of the Offices allows for recognizing the restoration of the 

right of priority in principle, it is desirable to seek the easiest process which is likely to be recognized 

without further actions being required in the national phase. The main consideration comes from the 

fact that the PCT leaves it to individual Offices to determine which of two criteria should be used in 

deciding whether to approve the restoration. This applies both in terms of their actions as an RO and 

(subject to the possibility of having alternative, easier, criteria) in terms of their actions as a DO. 

Whether the DO will recognize the restoration will generally depend on whether the RO made its 

decision based on a sufficiently stringent basis. If not, then further individual requests for restoration 

may be needed in some of the national phases. All ROs in respect of which PCT Rule 26bis.3 is 

applicable (all except 17 ROs) must apply at least one of the following criteria when deciding on a 

request by an applicant for the restoration of the right of priority: 
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– failure to file the application within the priority period occurred in spite of due care

required by the circumstances having been taken;

– failure to file the application within the priority period was unintentional.

In the case of your choice of ROs, the RO/GB has notified that it will apply only the “unintentional” 

criterion, the RO/EP has notified that it will apply only the “due care” criterion and the RO/IB will apply 

both criteria. It is recalled that a table entitled “Restoration of the right of priority by receiving Offices 

(RO) and designated Offices (DO) under PCT Rules 26bis.3 and 49ter.2” showing, where applicable, 

the criteria applied by the various ROs and DOs under the PCT, is available on the PCT Resources 

page at: 

http://www.wipo.int/pct/en/texts/restoration.html

An RO may, if it wishes, apply both criteria for restoration and leave the choice to the applicant as to 

which criterion is sought to be applied in a specific case. Provided that it is prepared to apply both 

criteria, an RO is free to apply, upon request by the applicant or at its own initiative, first the “due care” 

criterion and then, if it finds that that criterion is not satisfied, the “unintentionality” criterion. This is 

what is done by the RO/IB. Meeting the due care criterion, which is applied by both the RO/EP and 

RO/IB will give the most widely effective result as it is stricter than the unintentionality criterion, and the 

decision by an RO to restore the right of priority based on due care will, as a general rule1, be 

effective in all DOs (PCT Rule 49ter.1(a)) except those which have submitted a notification of 

incompatibility under PCT Rule 49ter.1(g). Thus, it is in the applicant’s interest to, if at all possible, 

meet this criterion. The unintentionality criterion is much less strict, and if the RO does restore a right 

of priority based on that criterion, that decision will be effective only in those designated States whose

applicable national laws provide for restoration of the right of priority based on that criterion, or on a 

criterion which, from the viewpoint of applicants, is more favorable than that criterion (PCT Rule 

49ter.1(b)). On the other hand, if you are sure that all of the DOs before which you are interested in 

entering the national phase fall into that category, it may be easier, and in some cases cheaper, to 

demonstrate that you have met that criterion. If you wish to file your international application with an 

Office which applies the due care criterion, it is important to consider the circumstances behind your 

failure to file the application within the priority period, and the likelihood of successfully meeting that 

criterion in the particular circumstances of that case. When requesting the restoration of the right of 

priority, you should state the reasons for the failure to file the international application in time, providing 

a summary of the facts or circumstances surrounding the failure to file the international application in 

time, including, where applicable, actions that were taken to prepare and file the international 

application. The RO may require that the statement of reasons be substantiated by a

declaration or evidence which would enable it to determine whether the failure to file the international 

application within the priority period occurred in spite of due care, that is, if all reasonable care was 

taken under the circumstances to ensure that the priority period would not be missed (see the PCT 

Receiving Office Guidelines, paragraphs 166F and 166G). Individual cases will be examined on a 

case by case basis. If the RO concerned only applies the due care criterion, which is the case of the 
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RO/EP, and if you cannot provide convincing evidence that the failure to file the application within the 

priority period occurred in spite of due care required by the circumstances having been taken, your 

priority claim will not be restored at all at this stage. Note, however, that even if you do file your 

application and request restoration of the right of priority with the RO/EP and it finds that the due care 

criterion has not been met and does not restore the right of priority, that negative decision can always 

be reviewed by a DO, unless it has submitted a notification of incompatibility under PCT Rule 

49ter.1(g). If you do not believe that the RO will restore the priority claim based on due care, you could 

file your international application with the RO/GB, which is more likely to restore the right of priority

under the criterion of unintentionality as, for this criterion, it should generally be sufficient to simply 

furnish a statement indicating that the failure to comply with the priority period was not intentional (if 

that is indeed the case) (see PCT Receiving Office Guidelines, paragraph 166G). Furthermore, if you 

file with the RO/IB, it will automatically review the application first under the due care criterion and then 

under the unintentional criterion. You may also wish to consider the financial aspects of your choice of 

RO, and the amounts charged (if any) for the transmittal fee and for the fee for requesting a 

restoration of the right of priority before each Office – for the transmittal fee, the RO/EP currently 

charges 110 euro (EUR), the RO/GB charges 55 pounds sterling (GBP) and the RO/IB charges EUR 

64; for the request for restoration of the right of priority, the RO/EP charges EUR 550, whereas the 

RO/GB and RO/IB do not charge any fee. Applicants are always strongly advised to file well before the 

end of the 12-month priority period in order to avoid the problems caused by last-minute delays, and 

being in a position where restoration of the right of priority has to be requested, and might not be 

effective in all the Offices where protection is sought anyway. For further information on the restoration 

of the right of priority, see the “Practical Advice” in PCT Newsletter Nos. 09/2009 and 04/2007, the 

PCT Applicant’s Guide, International Phase, paragraphs 98A to H, and the part of the “Frequently 

Asked Questions: Amendments to the PCT Regulations (April 1, 2007)” concerning the restoration of 

the right of priority at: 

http://www.wipo.int/pct/en/faqs/april07_faq.html#2007_restoration

PCT Newsletter 2009 #11

Types of protection available via the PCT in PCT Contracting States 

The table setting out, for each Contracting State, the types of protection which can be obtained via the 

PCT has been updated with effect from 13 October 2009 (changes have been made in relation to 

protection available in Chile, Dominica, Guatemala and Thailand) and is available at: 

http://www.wipo.int/pct/en/texts/pdf/typesprotection.pdf

Practical Advice: Additional information concerning the practical advice published in PCT Newsletter 

No. 10/2009 
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Reference is made to the above-mentioned “Practical Advice” entitled “Choosing a receiving Office as 

a function of the criterion applied by it for restoring the right of priority”. It was explained that, in the 

case of a request for restoration of the right of priority under the criterion of unintentionality, it should 

generally be sufficient to furnish a statement indicating that the failure to comply with the priority period 

was not intentional, as stated in the PCT Receiving Office Guidelines, paragraph 166G.

The main message of the practical advice was that "unintentionality" is an easier test to meet than 

"due care". It should be noted as well that, as stated in the first sentence of paragraph 166G, the 

receiving Office may require that a declaration or other evidence in support of the statement of 

reasons be furnished or, if some evidence has already been provided, that additional evidence be 

furnished. As an example, the United Kingdom Intellectual Property Office (an operating name of the 

Patent Office) (RO/GB), a receiving Office which applies only the “unintentionality” criterion, has 

notified the International Bureau that, in considering whether the unintentional criterion has been met, 

it takes the same approach as it does for equivalent requests under its national law, and requires 

reasons and evidence to be provided to allow it to determine why the priority period was not met, and 

thus to establish whether the failure was unintentional. Applicants are advised to check with their 

respective Offices what kind of evidence, if any, is required in support of their requests for restoration 

of the right of priority. 

How to file international applications electronically using the PCT-SAFE software 

Q: I would like to know how to go about filing my first PCT application electronically using the PCT-

SAFE software (I will be filing the application with the International Bureau as receiving Office (RO/IB)) 

A: The PCT-SAFE (Secure Applications Filed Electronically) software (hereinafter: “PCT-SAFE”) offers 

PCT users the means to prepare their international applications in electronic form and to file them 

either via secure online transmission or using physical media such as CD-R. There are a number of 

things that you should do before embarking on your first filing using PCT-SAFE, therefore you should 

leave yourself plenty of time to prepare yourself beforehand, well before the expiration of the priority 

year. Information on user documentation and training materials which may be consulted, as well as on 

the various steps to take prior to filing your first PCT application electronically, is given below. 1.

Installation of the software The first thing you should do if you wish to file a PCT application 

using the PCT-SAFE software is to install the PCT-SAFE client software on your computer and 

familiarize yourself with it. The software can be downloaded at: http://www.wipo.int/pct-

safe/en/download/download_client.htm or, if you prefer, the PCT-SAFE Help Desk can send you a CD-

ROM installation by mail, free of charge. For those PCT users who have already filed a PCT-EASY 

application (that is, an international application filed on paper together with a copy of the request and 

the abstract in electronic form, prepared using the PCT-EASY function of the PCT-SAFE software), it 

will be easier to familiarize yourself with the procedure for a fully electronic filing. 2. Consult online 

documentation It is highly recommended that, before you make your first electronic filing, you consult 

the relevant parts of the PCT-SAFE page of the WIPO website as it contains an abundance of detailed 
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information on how to file international applications electronically as well as helpful training tools. The 

page includes:

– Frequently Asked Questions (FAQs) (http://www.wipo.int/pct-safe/en/faq.html), for example, on 

the installation of the PCT-SAFE software, preparation and submission of a PCT-SAFE 

application, on digital certificates and security, as well as other general information; and 

– the user documentation and training tools page (http://www.wipo.int/pct-

safe/en/support/user_documentation.htm).

–  This page includes: 

– an electronic learning tutorial which gives you step-by-step instructions on how to 

complete the electronic request form and how to prepare an application for 

submission in either PCT-EASY mode or in fully electronic mode; 

– various user guides containing tips for preparing applications (there is a quick 

reference guide as well as one which gives full details of how to use the software) – 

screen shots of sample applications are used as an aid to understanding the way in 

which applications should be completed and submitted; and 

– more specific user information, such as using PCT-SAFE in combination with EFS-

Web (the electronic filing system used by the United States Patent and Trademark 

Office as receiving Office) and detailed information on how to use the PCT-SAFE 

Editor, a software tool used to prepare PCT applications in XML format for electronic 

filing. Obtain a WIPO digital certificate PCT NEWSLETTER | November 2009 | No. 

11/2009 A WIPO digital certificate can be obtained free of charge from WIPO via a 

simple online enrollment procedure at: http://www.wipo.int/pct-safe/en/certificates.htm 

This is required for secure online transmission of the international application package 

and may also be used for digitally signing the request form. Note that certificate 

requests require manual intervention by the PCT-SAFE Help Desk and are processed 

during its opening hours (Monday to Friday, from 9.00 am until 6.00 pm, Central 

European time), usually within one working day. 

4. Electronic submission structure and format You should familiarize yourself with the information 

published regarding e-filing structure and format in the Administrative Instructions under the PCT, 

Annex F, Section 3 at: http://www.wipo.int/pct/en/texts/pdf/ai_anf.pdf See, in particular, Section 

3.1.2 regarding PDF format requirements (the most commonly used format for filings with the 

RO/IB). You will need to decide on the format in which you are going to file your application, for 

example, whether you will file it in XML format, for which you would benefit from the fee reduction 

of CHF 300 or equivalent, or in PDF format, for which you would benefit from a fee reduction of 

CHF 200 or equivalent. For further information, see the Schedule of fees annexed to the PCT 

Regulations. 

5. Demo filings Once you have consulted all the relevant documentation, we recommend that 

you allow yourself sufficient time for testing purposes before you start production filings. This way, 
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any technical problems you might have can be ironed out beforehand. Before doing this you 

should make sure that the digital certificate is correctly installed and determine the workflow for 

applying digital signatures. Once this is done, select the “Demo” mode when starting PCT-SAFE. 

The application will be filed to a “demo server” and a demo receipt will be issued by WIPO 

confirming that the demo filing has been successfully completed. The PCT-SAFE Help Desk is 

happy to provide feedback on test filings to reassure new filers. Note that applications filed in the 

demo environment must not contain any confidential or sensitive data. 6. Real filings Once you 

have successfully completed one or more test filings, you should be ready to file a real application. 

This is done by selecting “Production mode” when starting PCT-SAFE. It is recommended that you 

always include pre-conversion documents as a safeguard against conversion errors (see Section 

706 of the Administrative Instructions under the PCT), and that you always allow sufficient time for 

filing before the expiration of the priority year in case there are last minute technical problems. The 

receiving Office server at the RO/IB operates 24 hours a day. To secure your international filing 

date for a given day, the transmission of the application should be successfully completed before 

midnight, Geneva (Central European) time. Important points to be aware of when e-filing with PCT 

receiving Offices other than the RO/IB If you wish to file your international application electronically 

with a receiving Office other than the RO/IB, such filings will currently be accepted by the receiving 

Offices of the following PCT Contracting States: Australia, Canada, China, Denmark, Finland, 

Germany, Japan, Malaysia, the Netherlands, the Philippines, Poland, the Republic of Korea, 

Romania, Slovakia, Spain, Sweden, the United Kingdom as well as the European Patent Office as 

receiving Office. Note, however, that not all e-filing offices accept direct online filings with PCT-

SAFE. With the Australian Patent Office and the Canadian Intellectual Property Office, digitally 

signed application packages are uploaded and submitted through the Office’s website. For 

applicants filing with the United States Patent and Trademark Office as receiving Office, EFS-Web 

filings are not considered fully electronic in PCT-SAFE. Instead, an applicant would prepare a 

hybrid PCT-EASY/EFS-Web request form in a zip file which is uploaded to EFS-Web with the 

application documents. For further information, see: http://www.wipo.int/pct-

safe/en/support/guides/pdf/us_e_easy_v3.pdf and the “Practical Advice” published in PCT 

Newsletter No. 12/2006 at: http://www.wipo.int/edocs/pctndocs/en/2006/pct_news_2006_12.pdf 

For further information on the requirements of the various receiving Offices which accept e-filing, 

for example to find out which methods of filing, document formats and digital certificate(s) they 

accept, please consult the table at: http://www.wipo.int/pct-

safe/en/support/notifications/efiling/efiling.pdf or check with your receiving Office or the PCT-SAFE 

Help Desk. Note also that only the international application can be filed online at this time, and 

filers should check with RO/IB for instructions on how to submit subsequent documents. 

Reference is also made to the “Practical Advice” which deals with this matter, which was published 

in PCT Newsletter No. 04/2009 at: 

http://www.wipo.int/edocs/pctndocs/en/2009/pct_news_2009_04.pdf
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Practical Advice: Requesting the reinstatement of rights after missing the time limit for entry into the 

national phase 

Q: I filed an international application on 10 August 2007, a few days after the expiration of the 12 

months priority period (priority date: 4 August 2006). I was notified by my receiving Office that I had the 

possibility of submitting a request to restore the right of priority under PCT Rule 26bis.3, but decided 

not to take any action. By doing so, I presumed that my priority claim would be disregarded, and that 

this would effectively give me more time to prepare my application for entry into the national phase. 

However, when I was preparing the file for national phase entry during the month of November 2009, I 

noticed that the priority date of 4 August 2006 was indicated on the forms which had been sent to me 

by the receiving Office and the International Bureau. Upon contacting the receiving Office about this, 

they confirmed to me that even though the international filing date was more than 12 months after the 

priority date, the priority date had not been considered void and that all PCT time limits would be 

calculated from that date. It was then that I realized that I had missed the time limit for entry into the 

national phase, which expired on 4 February 2009. Is it possible to withdraw the priority claim so that 

the date for entry into the national phase can be recalculated to 10 February 2010, or is there anything 

else that I can do to reinstate my application before the Offices concerned? 

A: PCT Rule 26bis.2(c)(iii) provides that a priority claim will not be considered void only because the 

international filing date is later than the date on which the priority period expired, provided that the 

international filing date is within the period of two months from that date. This is why the date of your 

earlier application still served as a basis to calculate the time limit for entry into the national phase, 

and, by failing to perform the acts referred to in PCT Article 22 within the applicable time limit, your 

application will, in accordance with PCT Article 24(1)(iii), have ceased to have effect before the 

designated (or elected) Offices. If you had wanted the time limits to be calculated as from the 

international filing date, you would have had to withdraw the priority claim. However, it is too late to do 

this now because the applicable time limit for withdrawing the priority claim (30 months from the 

priority date (see PCT Rule 90bis.3)) has also expired. Furthermore, as already stated above, PCT 

Rule 26bis.2(c)(iii) prohibits the receiving Office and the International Bureau (IB) from declaring the 

priority claim as void. It may, however, be possible for you to make a request under PCT Rule 49.6 

(“Reinstatement of Rights after Failure to Perform the Acts Referred to in Article 22”), before the 

designated Offices. Such a request should be submitted either two months from the date of removal of 

the cause of the failure to meet the time limit for entry into the national phase or 12 months from the 

date of expiration of the applicable time limit under PCT Article 22, whichever expires first. The day 

when you realized that the priority claim had not been considered void should probably be considered 

as the time at which the removal of the cause of the failure to meet the time limit took place, thus you 

would have two months from that date (this time limit will expire before the time limit of 12 months from 

the expiration of the time limit for entering the national phase). You may even be able to submit the 

request later, if so permitted by the national law applicable by the designated Office concerned. It is, 
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however, recommended that you submit your request for reinstatement as soon as possible. 

Designated Offices are, subject to certain exceptions, obliged to allow reinstatement of rights with 

respect to a particular international application where the applicant has failed to enter the national 

phase within the applicable time limit, provided that the requirements under PCT Rule 49.6 are met, 

namely, that you can show that you missed the time limit to enter the national phase either 

unintentionally or in spite of due care, depending on the criteria applied by the Office. Note, however, 

that certain Offices have made a reservation in this respect – for a list of those Offices which have 

informed the IB that PCT Rule 49.6 is not compatible with the national law applied by them (at the time 

of writing, there are 12 Offices which have made such a reservation), see under “PCT Rule 49.6(f)” in 

the table of “Reservations and Incompatibilities” at: 

http://www.wipo.int/pct/en/texts/reservations/res_incomp.html Please note that even if an Office is on 

that list, reinstatement might still be possible under the applicable national law of the State concerned, 

and in some cases, this may be more permissive than under PCT Rule 49.6. In such a case, the Office 

will apply its own national law standards, and not PCT Rule 49.6. The possibility of making a request 

under PCT Rule 49.6 should be pursued before each designated Office individually, and only as far as 

that Office is concerned. If you make such a request before any of the designated Offices, it should 

state the reasons for the failure to comply with the applicable time limit under PCT Article 22 (or 39(1), 

as the case may be) (PCT Rule 49.6(c)), and the national law applicable by the designated Office may 

require that a fee be paid (PCT Rule 49.6(d)(i)), and that a declaration or other evidence in support of 

the reasons referred to above be filed (PCT Rule 49.6(d)(ii)). Note that, at the same time as requesting 

the reinstatement of your application, you must perform all acts required for entry into the national 

phase. Information as to any possibilities of reinstatement where the time limit for national phase entry 

was missed, as well as details of the applicable requirements of the various designated Offices can be 

found, for each PCT Contracting State, in the corresponding National Chapter of the PCT Applicant’s 

Guide, under the heading “Excuse of delays in meeting time limits”. It is, nevertheless, recommended 

that you seek assistance from local patent attorneys who will be familiar with the various national laws 

applicable in such situations.
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